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2018 was a brilliant year for holders of 
luxury cosmetic brands with established 
selective distribution systems in Germany. 
Based on trade mark grounds, the Higher 
Regional Court of Düsseldorf (Court 
of Appeal) and several other German 
Higher Regional Courts recently issued 
preliminary injunctions ordering discount 
markets to stop the distribution of  
prestigious perfumes. 

The Problem
After the German Federal Court of Justice 
had decided in 1999 that the non-authorised 
distribution outside an existing system of 
selective distribution was no longer considered 
in itself as unfair competition (decisions 
Außenseiteranspruch I dated 15 July 1999, 
Case I ZR 130/96 and Außenseiteranspruch II 
dated 1 December 1999, Case I ZR 130/96), the 
protection of selective distribution systems 

against outsiders became even more difficult 
than it had been before. Since then, the non-
authorised outsider could be attacked directly 
only under very specific circumstances. 

The solution 
The Japanese cosmetic manufacturer Kanebo, 
who had discovered that its original luxurious 
cosmetics were distributed by the non-
authorised supermarket chain Real (online 
and in brick-and-mortar stores), requested a 
preliminary injunction for a restraining order, 
based only on its trade mark rights. It argued 
that those were not exhausted, even though 
the perfumes might have been put on the 
market with its consent. 

The decision
In its decision ‘Japanese Cosmetic 
Manufacturer’ (judgment of 6 March 2018 – 
I-20 U 113/17) the Higher Regional Court of 

Düsseldorf (Oberlandesgericht – hereinafter 
OLG) initially referred to the ECJ case-law as 
established in the Parfums Christian Dior 
vs. Evora judgment of 4 November 1997 (C-
337/95) according to which the reseller of 
luxury goods must not act unfairly in relation 
to the legitimate interests of the trade mark 
owner and thus has to prevent the reseller’s 
advertising from affecting the value of the 
trade mark by detracting from the prestigious 
image of the goods in question and from their 
aura of luxury. The OLG then pointed out that 
the ECJ ruled in its decision that the fact that 
a reseller, who habitually markets articles 
of the same kind but not necessarily of the 
same quality, uses for trade-marked goods 
the modes of advertising which are customary 
in his trade sector, even if they are not the 
same as those used by the trade mark owner 
himself or by his approved retailers, does 
not constitute a legitimate reason, within 
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the meaning of Article 7(2) of the Directive, 
allowing the owner to oppose that advertising, 
unless it is established that, given the specific 
circumstances of the case, the use of the trade 
mark in the reseller’s advertising seriously 
damages the reputation of the trade mark. 
Most interestingly, the OLG considers that 
although the existence of a legitimate reason 
for opposing the reselling of goods put on the 
market with the trade mark owner’s consent 
can be affirmed only in exceptional cases, its 
examination must not be too severe and that 
accordingly it is sufficient that the damage of 
the reputation could occur. The OLG’s reasoning 
is based on several ECJ rulings showing that 
the latter repeatedly acknowledged and 
strengthened the interest of luxury trade mark 
holders in protecting the luxury image of their 
marks. Thus the Düsseldorf judges refer to 
Copad vs. Christian Dior Couture, judgment 
of 23 April 2009 (C-59/08), ruling that the 
reselling of luxury goods in discount stores 
may, in principle, damage the reputation of the 
corresponding marks, and to Coty Germany vs. 
Parfümerie Akzente, judgment of 6 December 
2017 (C-230/16), according to which a supplier 
of luxury products may ban its authorised 
distributors from selling those products 
through third party platforms. The OLG finally 
considers that the underlying principles of this 
judgment apply to trade mark law, even though 
it has been issued in the area of competition 
law, because the ECJ itself based 
its reasoning on trade mark 
law, thus showing that the 
question of what requires 
damage to the luxury 
image of goods must 
be answered the same 
way in both fields of 
law. 
In the light of 
this case, the OLG 
considers that the 

plaintiff had furnished prima facie evidence 
that its goods are distributed only through 
authorised resellers who meet strict criteria 
corresponding to their prestigious character. 
Furthermore, the distribution of such goods 
through the defendant’s online platform or 
brick-and-mortar supermarket shops can 
seriously damage the image of the plaintiff’s 
trade marks because it makes them appear 
ordinary and trivial. According to the judges, 
this is because on the one hand they are 
presented without any highlighting as luxury 
goods, with no sales consultation, within a 
product mix including everyday goods such 
as food, electronic devices and clothes, 
cheap goods, and thus making an ‘aura of  
exclusivity’ impossible. 

Recent similar 
judgments
Other German Higher Regional Courts seem to 
follow the Düsseldorf judges (see for example 
OLG Hamburg, judgment of 21 June 2018 - 3 U 
151/17 and KG Berlin decision of 11 May 2018 
– 5 W 97/181). One interesting detail in the 
decision from Berlin is that it ruled rightly 
that the opposed discount sale of Calvin Klein 
perfumes in a cheap looking environment was 
a danger to its reputation even though it was 
of limited duration. 

Conclusion 
The recent row of decisions of German Courts 
of Appeal, led by the judgment of the OLG 
Düsseldorf, is very encouraging for holder of 
luxury brands, even if at this early stage legal 
certainty remains challenged for both sides 
and further decisions as well as a clarification 
from the German Federal Court of Justice are 
still needed. As of today, right holders may 
conclude that a successful action requires  
the following:

• Evidence that the prestige of their perfumes  
 is maintained by their actively defended  
 selective distribution system; 
• Evidence that the nature of the sale  
 environment of the non-authorised reseller  
 not only fails to meet the objective  
 qualitative criteria of the rights holder, but  
 that its specific circumstances make an ‘aura  
 of exclusivity’ impossible and thus represent  
 a danger to the reputation of the owner’s  
 trade mark. «

1  At the time of preparing the article no official name has yet been assigned to these cases.
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  n a period of change within the  
 EU, cool heads and constructive ideas 
are needed. As the UK seeks to define its 
future relationship with the EU we might 
see the shape of the ‘New Horizons’ through 
the ‘haze of uncertainty’ that currently 
clouds our view. 
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